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37 CFR Ch. I (7–1–15 Edition) § 2.168 

(a) Be verified; 

* * * * * 

(c) For a trademark, service mark, collec-
tive trademark, collective service mark, and 
certification mark, recite the goods or serv-
ices stated in the registration on or in con-
nection with which the mark has been in 
continuous use in commerce for a period of 
five years after the date of registration or 
date of publication under section 12(c) of the 
Act, and is still in use in commerce; for a 
collective membership mark, describe the 
nature of the owner’s collective membership 
organization specified in the registration in 
connection with which the mark has been in 
continuous use in commerce for a period of 
five years after the date of registration or 
date of publication under section 12(c) of the 
Act, and is still in use in commerce; 

(d) Specify that there has been no final de-
cision adverse to the owner’s claim of owner-
ship of such mark for such goods, services, or 
collective membership organization, or to 
the owner’s right to register the same or to 
keep the same on the register; 

(e) Specify that there is no proceeding in-
volving said rights pending in the Office or 
in a court and not finally disposed of; 

(f) Be filed within one year after the expi-
ration of any five-year period of continuous 
use following registration or publication 
under section 12(c) of the Act; and 

(g) Include the fee required by § 2.6 for each 
class to which the affidavit or declaration 
pertains in the registration. If no fee, or a 
fee insufficient to cover at least one class, is 
filed at an appropriate time, the affidavit or 
declaration will not be refused if the re-
quired fee(s) (see § 2.6) is filed in the Office 
within the time limit set forth in the notifi-
cation of this defect by the Office. If the sub-
mitted fees are insufficient to cover all 
classes in the registration, the particular 
class or classes to which the affidavit or dec-
laration pertains should be specified. 

(h) If the affidavit or declaration fails to 
satisfy any of the requirements in para-
graphs (a) through (g) of this section, the 
owner will be notified in an Office action 
that the affidavit or declaration cannot be 
acknowledged. If a response is not received 
within the time period provided or does not 
satisfy the requirements of the Office action, 
the affidavit or declaration will be aban-
doned. 

(i) If the affidavit or declaration satisfies 
paragraphs (a) through (g) of this section, 
the Office will issue a notice of acknowledge-
ment. 

(j) An affidavit or declaration may be 
abandoned by the owner upon petition to the 
Director under § 2.146 either before or after 
the notice of acknowledgement has issued. 

(k) If an affidavit or declaration is aban-
doned, the owner may file a new affidavit or 
declaration with a new filing fee. 

§ 2.168 Affidavit or declaration under 
section 15 combined with affidavit 
or declaration under sections 8 or 
71, or with renewal application. 

(a) The affidavit or declaration filed 
under section 15 of the Act may also be 
used as the affidavit or declaration re-
quired by section 8, if the affidavit or 
declaration meets the requirements of 
both sections 8 and 15. The affidavit or 
declaration filed under section 15 of the 
Act may also be used as the affidavit or 
declaration required by section 71, if 
the affidavit or declaration meets the 
requirements of both sections 71 and 15. 

(b) The affidavit or declaration filed 
under section 15 of the Act may be 
combined with an application for re-
newal of a registration under section 9 
of the Act, if the requirements of both 
sections 9 and 15 are met. 

[64 FR 48925, Sept. 8, 1999, as amended at 75 
FR 35976, June 24, 2010] 

CORRECTION, DISCLAIMER, SURRENDER, 
ETC. 

§ 2.171 New certificate on change of 
ownership. 

(a) Full change of ownership. If the 
ownership of a registered mark 
changes, the new owner may request 
that a new certificate of registration 
be issued in the name of the new 
owner. The assignment or other docu-
ment changing title must be recorded 
in the Office. The request for the new 
certificate must include the fee re-
quired by § 2.6(a)(8) and be signed by 
the owner of the registration, someone 
with legal authority to bind the owner 
(e.g., a corporate officer or general 
partner of a partnership), or a practi-
tioner qualified to practice under § 11.14 
of this chapter. In a registered exten-
sion of protection, the assignment 
must be recorded with the Inter-
national Bureau of the World Intellec-
tual Property Organization before it 
can be recorded in the Office (see § 7.22). 

(b) Partial change of ownership. (1) In 
a registration resulting from an appli-
cation based on section 1 or section 44 
of the Act, if ownership of a registra-
tion has changed with respect to some 
but not all of the goods and/or services, 
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U.S. Patent and Trademark Office, Commerce § 2.173 

the owner(s) may file a request that 
the registration be divided into two or 
more separate registrations. The as-
signment or other document changing 
title must be recorded in the Office. 
The request to divide must include the 
fee required by § 2.6(a)(8) for each new 
registration created by the division, 
and be signed by the owner of the reg-
istration, someone with legal authority 
to bind the owner (e.g., a corporate of-
ficer or general partner of a partner-
ship), or a practitioner qualified to 
practice under § 11.14 of this chapter, in 
accordance with § 2.193(e)(2) of this 
chapter. 

(2)(i) When the International Bureau 
of the World Intellectual Property Or-
ganization notifies the Office that an 
international registration has been di-
vided as the result of a change of own-
ership with respect to some but not all 
of the goods and/or services, the Office 
will construe the International Bu-
reau’s notice as a request to divide. 
The Office will update Office records to 
reflect the change in ownership, divide 
out the assigned goods and/or services 
from the registered extension of pro-
tection (parent registration), and pub-
lish notice of the parent registration in 
the Official Gazette. 

(ii) The Office will create a new reg-
istration number for the child registra-
tion, and enter the information about 
the new registration in its automated 
records. The Office will notify the new 
owner that the new owner must pay 
the fee required by § 2.6 to obtain a new 
registration certificate for the child 
registration. It is not necessary for the 
new owner to file a separate request to 
divide. 

(iii) The Office will not divide a reg-
istered extension of protection unless 
the International Bureau notifies the 
Office that the international registra-
tion has been divided. 

[73 FR 67774, Nov. 17, 2008, as amended at 74 
FR 54910, Oct. 26, 2009; 80 FR 2312, Jan. 16, 
2015] 

§ 2.172 Surrender for cancellation. 
Upon application by the owner, the 

Director may permit any registration 
to be surrendered for cancellation. The 
application for surrender must be 
signed by the owner of the registration, 
someone with legal authority to bind 

the owner (e.g., a corporate officer or 
general partner of a partnership), or a 
practitioner qualified to practice under 
§ 11.14 of this chapter. When a registra-
tion has more than one class, one or 
more entire class(es) but fewer than 
the total number of classes may be sur-
rendered. Deletion of fewer than all the 
goods or services in a single class con-
stitutes amendment of the registration 
as to that class (see § 2.173), rather than 
surrender. A surrender for cancellation 
may not subsequently be withdrawn. 

[80 FR 2312, Jan. 16, 2015] 

§ 2.173 Amendment of registration. 

(a) Form of amendment. The owner of 
a registration may apply to amend a 
registration or to disclaim part of the 
mark in the registration. The owner 
must submit a written request speci-
fying the amendment or disclaimer. If 
the registration is involved in an inter 
partes proceeding before the Trademark 
Trial and Appeal Board, the request 
must be filed by appropriate motion to 
the Board. 

(b) Requirements for request. A request 
for amendment or disclaimer must: 

(1) Include the fee required by § 2.6; 
(2) Be signed by the owner of the reg-

istration, someone with legal authority 
to bind the owner (e.g., a corporate of-
ficer or general partner of a partner-
ship), or a practitioner who meets the 
requirements of § 11.14, and verified or 
supported by a declaration under § 2.20; 
and 

(3) If the amendment involves a 
change in the mark: one new specimen 
per class showing the mark as used on 
or in connection with the goods or 
services; an affidavit or declaration 
under § 2.20 stating that the specimen 
was in use in commerce at least as 
early as the filing date of the amend-
ment; and a new drawing of the amend-
ed mark. When requested by the Office, 
additional specimens must be provided. 

(4) The Office may require the owner 
to furnish such specimens, informa-
tion, exhibits, and affidavits or dec-
larations as may be reasonably nec-
essary to the proper examination of the 
amendment. 

(c) Registration must still contain reg-
istrable matter. The registration as 
amended must still contain registrable 
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